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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 10/07/2005 has been entered. 

Application and Claims Status 

2. Applicant's response filed 10/07/2005 is acknowledged and entered. 

3. The amendment filed on 1 1/24/2003 and 12/17/2003: cancelled claims 29-34; amended 
claims 11, and 18; and added claims 35-38. 

4. The amendment filed on09/l 0/2003 : cancelled claim 1 7. 

5. The amendment filed on 06/12/2003: cancelled claims 20, and 25-27. 

6. The amendment filed on 12/10/2002: cancelled claims 1-10. 



7. Claims 11-16, 18-19, 21-24, 28, and 35-38 are pending. 
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Election/Restrictions 

8. The instant species election requirement is still in effect as there is no allowable generic 
or linking claim. Applicant has elected the following species for the elected invention (Claims 
11-16, 18-19, 21-24, 28, 35-38) in the reply filed on 12/10/2002: 

a. For the single specific species of cutting device, applicant elected a microtome, 

i.e. claim 12. 

b. For the single specific species of target-strands, applicant elected a target 

substance embedded in a porous rod, i.e. claim 13. 

c. For the single specific species of bundle of target-strands, applicant elected 

proteins, i.e. claim 14. 

d. For the single specific species of "stabilizing" material, applicant elected epoxy, 

i.e. claim 18. 

e. For the single specific species of "incorporated" material, applicant elected 

secondary enzyme (claim 28). 

9. Claims 21-24, and 35-38 are withdrawn from further consideration pursuant to 37 CFR 
1 .142(b) as being drawn to nonelected species, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on 12/10/2002. 



10. Claims 11-16, 18-19, and 28 are under consideration in this Office Action. 
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Priority 

1 1 . This instant application is a CON of 09/145, 140 filed 08/28/1 998, which is a DIV of 
08/927,974 filed 09/1 1/1997. This instant application is granted the benefit of priority under 35 
U.S.C 120 for both the applications, i.e. 09/145,140 and 08/927,974. 



12. The instant invention recites a method of producing high density arrays of target 
substances. The method comprises the step of sectioning a bundle of target-strands that have 
been stabilized by embedding the bundle in a matrix. 

The target-strands comprise target substances that are located within the bundle and are 
noted in a database. The sectioning step results in a high density arrays. 

The term "matrix " as define by the specification as either a "a material in which target 
substances can be embedded or to which target substances can be attached to supply additional 
structural support" (see pg. 5, lines 22-23) or a material in which the bundle of target-strands 
are embedded for stabilization (see pg. 8, lines 10-16). Thus the broadest interpretation is being 
applied to the term "matrix " as define by the Webster 's dictionary, i.e. 'a surrounding substance 
within which something is contained'. 



Claim Rejections - 35 USC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

14. Claims 11-14 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 



Pharmacia Biotech AB (WO 96/17,246) (refers to as Pharmacia). 
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Pharmacia discloses an array of selected immobilized molecules and the methods of 
making the array (see e.g. Abstract; pg. 1, lines 2-10; pg. 2, line 21 thru pg. 3, line 23). The 
method comprises the steps of a) bundling and fixing together carrier elements wherein each 
element having immobilized thereto a selected molecule and having an identifiable position in 
the array; b) sectioning the bundles (refers to the instant claimed sectioning step); and optionally 
c) depositing the sections on a support (see e.g. pg. 2, line 21 thru pg. 3, line 1 1; pg. 4, lines 4- 
19; pg. 4, line 36 thru pg. 5, line 5; pg. 5, line 36 thru pg. 6, line4; fig. 1; claims 1, 2, 8-10, 11, 
14, and 20). The immobilization step includes adding to the carrier elements a mixture of 
polymer (refers to instant claim 19) and the selected molecules (see e.g. pg. 4, lines 24-32; claim 
4). The carrier elements (refers to the instant claimed bundle and instant claim 13, i.e. a target 
substance embedded in a porous rod) include capillaries that comprise material such as glass or 
plastic, and inside each capillary are affixed with a selected molecule (see e.g. pg. 3, lines 33-35; 
pg. 4, lines 4-19; pg. 4, line 36 thru pg. 5, line 5; fig. 1). In addition the capillaries are cast in a 
material, e.g. an embedding resin, which seal the space between them (refers to instant claimed 
limitation of embedding the bundle in a matrix)(see e.g. pg. 5, lines 2-5). The selected molecules 
(refers to the instant claimed target substances and instant claim 14) include molecules such as 
oligonucleotides, DNA and proteins (see e.g. pg. 3, lines 33-35; pg. 6, lines 27-31; claims 9 and 
20). The sectioning is performed by a microtome or a laser (refers to instant claim 12)(see e.g. 
pg. 5, lines 25-28). The array can be used in many different applications such as immunoassay 
(see e.g. pg. 6, line 36 thru pg. 7, line 13). Therefore, the method of Pharmacia anticipates the 
presently claimed invention. 
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15. Claims 1 1-14 and 19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Landegren et al. (US Patent 6,140,135 filing date 06/17/1997). 

Landegren et al. discloses an array of selected immobilized molecules and the methods of 
making the array (see e.g. Abstract; col. 1, lines 6-13; col. 1, line 66 thru col. 2, line 21). The 
method comprises the steps of a) bundling and fixing together carrier elements wherein each 
element having immobilized thereto a selected molecule and having an identifiable position in 
the array; b) sectioning the bundles (refers to the instant claimed sectioning step); and optionally 
c) depositing the sections on a support (see e.g. col. 1, line 66 thru col. 2, line 21; col. 2, lines 51- 
65; col. 3, lines 21-28; fig. 1; claims 1, 2, and 6-8). The immobilization step includes adding to 
the carrier elements a mixture of polymer (refers to instant claim 19) and the selected molecules 
(see e.g. col. 3, lines 3-1 1). The carrier elements (refers to the instant claimed bundle and instant 
claim 13, i.e. a target substance embedded in a porous rod) include capillaries that comprise 
material such as glass or plastic, and inside each capillary are affixed with a selected molecule 
(see e.g. col. 2, lines 43-45; col. 2, lines 51-65; col. 3, lines 21-28; fig. 1). In addition the 
capillaries are cast in a material, e.g. an embedding resin, which seal the space between them 
(refers to instant claimed limitation of embedding the bundle in a matrix)(see e.g. col. 3, lines 25- 
28). The selected molecules (refers to the instant claimed target substances and instant claim 14) 
include molecules such as oligonucleotides, DNA and proteins (see e.g. col. 2, lines 43-45; col. 
4, lines 17-24; claim 8). The sectioning is performed by a microtome or a laser (refers to instant 
claim 12) (see e.g. col. 3, lines 28-50). The array can be used in many different applications 
such as immunoassay (see e.g. col. 4, lines 25-42). Therefore, the method of Landegren et al. 
anticipates the presently claimed invention. 
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16. Claims 11-16, 19, and 28 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Stimpson (US Patent 6,037,1 %6\ filing date 7/16/1997). 

Stimpson teaches a method to produce arrays of compounds (see e.g. Abstract; col. 1, 6- 
14; col. 3, lines 30-54; col. 4, lines 22-34). Two formats of producing the arrays of compounds 
are described. In one format the compounds (refers to the instant claimed target substances) of 
the array are immobilized to porous rod elements (refers to the instant claimed bundle and instant 
claim 13, i.e. a target substance embedded in a porous rod) and a bundle is formed by radial 
compression of the rods (see e.g. col. 3, lines 47-5 1 ; col. 4, lines 7-11; fig. 1 A). The rods 
comprise materials such as glass, polystyrene, or polypropylene (col. 10, lines 16-49). The 
second format thin lines of the compounds are applied on a single sheet of material and roll to 
form a spiral bundle (refers to the instant claimed bundle and instant claim 13, i.e. a line of a 
target substance drawn on a membrane)(see e.g. col. 5, lines 9-47; col. 7, lines 49-60; col. 7, line 
66 thru col. 8, line 13; figs. 2 A, and 2C). The compounds include biological compounds such as 
nucleic acid and proteins (refers to the instant claimed target substances and instant claim 14)(see 
e.g. col. 3, lines 47-51; col. 7, lines 19-26). The method disclosed a random synthesis of a 
number of compounds resulting in different array elements for each rod within a bundle of rods 
(col. 10, line 60 to col. 11, line 12). In both format, the bundle and the arrays are cut (refers to 
the instant claimed sectioning step) as slabs resulting in a high density array (see e.g. col. 8, lines 
7-13; col. 9, lines 13-17; col. 12, lines 11-41). The rods or spiral bundles are secure with a 
sheath material, i.e. embedding the rod in a plastic embedding media (refers to instant claimed 
limitation of embedding the bundle in a matrix)(see e.g. col. 12, lines 1 1-41; col. 12, line 57 thru 
col. 13, line 14). The location of the rods and array elements are noted by "marking" the rods 



Application/Control Number: 09/827,505 Page 8 

Art Unit: 1639 

(refers to instant claims 50, 101, 108, 1 18, and 126) (see e.g. col. 10, lines 58-60; col. 11, lines 
18-31). The bundle arrays are section by either a microtome or laser device (refers to instant 
claim 12)(see e.g. col. 12, lines 12-17 and lines 42-54). The thickness of the cut slabs is in the 
range of 0.2-1 mm thick (refers to instant claims 15 and 16)(see e.g. col. 9, lines 13-17; col. 12, 
lines 1 1-14). The array is use to carry out assay such as binding assay (col. 6, lines 8-36; col. 12, 
line 57 to col. 14, line 5). The array elements can be labels with either direct or indirect labeling 
with enzymes (refers to claims 19 and 28)(see e.g. col. 11, lines 46-59). Therefore, the method 
of Stimpson anticipates the presently claimed invention. 



Claim Rejections - 35 USC § 103 

17. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

18. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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19. Claims 11-14, 18, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pharmacia Biotech AB (WO 96/17,246) (refers to as Pharmacia) and Runge (US Patent 
4,084,308). 

Pharmacia discloses an array of selected immobilized molecules and the methods of 
making the array (see e.g. Abstract; pg. 1, lines 2-10; pg. 2, line 21 thru pg. 3, line 23). The 
method comprises the steps of a) bundling and fixing together carrier elements wherein each 
element having immobilized thereto a selected molecule and having an identifiable position in 
the array; b) sectioning the bundles (refers to the instant claimed sectioning step); and optionally 
c) depositing the sections on a support (see e.g. pg. 2, line 21 thru pg. 3, line 1 1 ; pg. 4, lines 4- 
19; pg. 4, line 36 thru pg. 5, line 5; pg. 5, line 36 thru pg. 6, line4; fig. 1; claims 1, 2, 8-10, 11, 
14, and 20). The immobilization step includes adding to the carrier elements a mixture of 
polymer (refers to instant claim 19) and the selected molecules (see e.g. pg. 4, lines 24-32; claim 
4). The carrier elements (refers to the instant claimed bundle and instant claim 13, i.e. a target 
substance embedded in a porous rod) include capillaries that comprise material such as glass or 
plastic, and inside each capillary are affixed with a selected molecule (see e.g. pg. 3, lines 33-35; 
pg. 4, lines 4-19; pg. 4, line 36 thru pg. 5, line 5; fig. 1). In addition the capillaries are cast in a 
material, e.g. an embedding resin, which seal the space between them (refers to instant claimed 
limitation of embedding the bundle in a matrix)(see e.g. pg. 5, lines 2-5). The selected molecules 
(refers to the instant claimed target substances and instant claim 14) include molecules such as 
oligonucleotides, DNA and proteins (see e.g. pg. 3, lines 33-35; pg. 6, lines 27-31; claims 9 and 
20). The sectioning is performed by a microtome or a laser (refers to instant claim 12)(see e.g. 
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pg. 5, lines 25-28). The array can be used in many different applications such as immunoassay 
(see e.g. pg. 6, line 36 thru pg. 7, line 13). 

The method of Pharmacia differs from the presently claimed invention by failing to 
disclose using an epoxy matrix to stabilize the bundle of rods for sectioning. 

Runge teaches a method of first stabilizing bundle of rods by embedding them in epoxy 
and then slicing the bundle (see e.g. Abstract; col. 1, lines 42-62; col. 2, lines 44-60; col. 5, lines 
1-16; fig. 1-3). The method is a simple technique for slicing a bundle of rods that can be use in 
both hand tool and mass-production machine environments (see e.g. col. 2, lines 13-16). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to disclose using an epoxy matrix to stabilize the bundle of rods for 
sectioning as taught by Runge in the method of Pharmacia. One of ordinary skill in the art 
would have been motivated to disclose using an epoxy matrix to stabilize the bundle of rods for 
sectioning in the Runge of Pharmacia for the advantage of providing a simple technique for 
slicing a bundle of rods that can be use in both hand tool and mass-production machine 
environments (Runge: col. 2, lines 13-16) since both Pharmacia and Runge disclose stabilizing 
the bundle of rods for sectioning (Pharmacia: pg. 5, lines 25-35; Runge: col. 1, lines 42-62). 
Furthermore, one of ordinary skill in the art would have a reasonable expectation of success in 
the combination of Pharmacia and Runge because the type of matrix use to stabilize the bundle 
of rods for sectioning would be a choice of experimental design and is considered within the 
purview of the cited prior art. 

Therefore, the combine teachings of Pharmacia and Runge do render the method of the 
instant claims prima facie obvious. 
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20. Claims 1 1-16, 18, 19, and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stimpson (US Patent 6,037,186; filing date 7/16/1997) and Runge (US Patent 4,084,308). 

Stimpson teaches a method to produce arrays of compounds (see e.g. Abstract; col. 1, 6- 
14; col. 3, lines 30-54; col. 4, lines 22-34). Two formats of producing the arrays of compounds 
are described. In one format the compounds (refers to the instant claimed target substances) of 
the array are immobilized to porous rod elements (refers to the instant claimed bundle and instant 
claim 13, i.e. a target substance embedded in a porous rod) and a bundle is formed by radial 
compression of the rods (see e.g. col. 3, lines 47-51; col. 4, lines 7-11; fig. 1A). The rods 
comprise materials such as glass, polystyrene, or polypropylene (col. 10, lines 16-49). The 
second format thin lines of the compounds are applied on a single sheet of material and roll to 
form a spiral bundle (refers to the instant claimed bundle and instant claim 13, i.e. a line of a 
target substance drawn on a membrane)(see e.g. col. 5, lines 9-47; col. 7, lines 49-60; col. 7, line 
66 thru col. 8, line 13; figs. 2A, and 2C). The compounds include biological compounds such as 
nucleic acid and proteins (refers to the instant claimed target substances and instant claim 14)(see 
e.g. col. 3, lines 47-51; col. 7, lines 19-26). The method disclosed a random synthesis of a 
number of compounds resulting in different array elements for each rod within a bundle of rods 
(col. 10, line 60 to col. 11, line 12). In both format, the bundle and the arrays are cut (refers to 
the instant claimed sectioning step) as slabs resulting in a high density array (see e.g. col. 8, lines 
7-13; col. 9, lines 13-17; col. 12, lines 1 1-41). The rods or spiral bundles are secure with a 
sheath material, i.e. embedding the rod in a plastic embedding media (refers to instant claimed 
limitation of embedding the bundle in a matrix)(see e.g. col. 12, lines 1 1-41 ; col. 12, line 57 thru 
col. 13, line 14). The location of the rods and array elements are noted by "marking 55 the rods 
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(refers to instant claims 50, 101, 108, 1 18, and 126) (see e.g. col. 10, lines 58-60; col. 11, lines 
18-31). The bundle arrays are section by either a microtome or laser device (refers to instant 
claim 12)(see e.g. col. 12, lines 12-17 and lines 42-54). The thickness of the cut slabs is in the 
range of 0.2-1 mm thick (refers to instant claims 15 and 16)(see e.g. col. 9, lines 13-17; col. 12, 
lines 11-14). The array is use to carry out assay such as binding assay (col. 6, lines 8-36; col. 12, 
line 57 to col. 14, line 5). The array elements can be labels with either direct or indirect labeling 
with enzymes (refers to claims 19 and 28)(see e.g. col. 11, lines 46-59). 

The method of Stimpson differs from the presently claimed invention by failing to 
disclose using an epoxy matrix to stabilize the bundle of rods for sectioning. 

Runge teaches a method of first stabilizing bundle of rods by embedding them in epoxy 
and then slicing the bundle (see e.g. Abstract; col. 1, lines 42-62; col. 2, lines 44-60; col. 5, lines 
1-16; fig. 1-3). The method is a simple technique for slicing a bundle of rods that can be use in 
both hand tool and mass-production machine environments (see e.g. col. 2, lines 13-16). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to disclose using an epoxy matrix to stabilize the bundle for sectioning as 
taught by Runge in the method of Stimpson. One of ordinary skill in the art would have been 
motivated to disclose using an epoxy matrix to stabilize the bundle of rods for sectioning in the 
method of Stimpson for the advantage of providing a simple technique for slicing a bundle of 
rods that can be use in both hand tool and mass-production machine environments (Runge: col. 
2, lines 13-16). Additionally, both Stimpson and Runge disclose stabilizing the bundle of rods 
for sectioning (Stimpson: col. 4, lines 28-34; Runge: col. 1, lines 42-62). Furthermore, one of 
ordinary skill in the art would have reasonably expectation of success in the combination of 
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Stimpson and Runge because the type of stabilizer use such as epoxy would be considered within 
the purview of the cited prior art. 

Therefore, the combine teachings of Stimpson and Runge do render the method of the 
instant claims prima facie obvious. 

Response to Arguments 
21. Applicant's argument directed to the rejection under 35 USC 102(e) as being anticipated 
by Stimpson (US Patent 6,037,1 86; filing date 7/1 6/1 99 7) for claims 11-16, 19, and 28 was 
considered but they are not persuasive for the following reasons. 

Applicant alleges that the method of Stimpson does not anticipate the presently claimed 
method because Stimpson does not teach or suggest the limitation in claim 1 1 of "a bundle of 
target-strands that has been stabilized by embedding the bundle in a matrix". In addition, 
applicant provided several definitions of the term "embedding" in the technical dictionary in the 
biological arts, and 'asserts that any reliance on a dictionary outside of the art for rejecting the 
present invention is, in and of itself improper'. Thus the method of Stimpson does not anticipate 
the presently claimed method. 

Applicant's arguments are not convincing since the teachings of Stimpson do anticipate 
the method of the instant claims. 

First, the words of the claim of the claim must be given their plain meaning unless 
applicant has provided a clear definition in the specification, i.e. 'the pending claims must be 
"given *>their< broadest reasonable interpretation "\ See MPEP § 21 1 1 and 2111 .01 . MPEP 
§2111.01 state: 
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While the claims of issued patents are interpreted in light of the specification, 
prosecution history, prior art and other claims, this is not the mode of claim 
interpretation to be applied during examination. During examination, the claims must 
be interpreted as broadly as their terms reasonably allow. In re American Academy of 
Science Tech Center, **>367 F3d 1359, 1369, 70 USPQ2d 1827, 1834 (Fed Cir. 
2004) < (The USPTO uses a different standard for construing claims than that used by 
district courts; during examination the USPTO must give claims their broadest 
reasonable interpretation.). This means that the words of the claim must be given their 
plain meaning unless applicant has provided a clear definition in the specification. In 
re Zletz, 893 F2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989); Chef America, Inc. 
v. Lamb-Weston, Inc., 358 F.3d 1371, 1372, 69 USPQ2d 1857 (Fed. Cir. 2004). 

Thus, to only define the term "embedding" within the bound of the technical dictionary in 
the biological arts would be improper since the claims would not be "given *>their< broadest 
reasonable interpretation". 

Second, the broadest interpretation of the term 'embedding 5 as define by the Webster's 
Dictionary is 'to fix securely in a surrounding mass' would encompasses the term 'embedding' 
as define in the technical dictionary in the biological arts provided by applicant. That is the 
broadest reasonable interpretation of the claimed term 'embedding' is consistent with the 
interpretation that those skilled in the art would reach. 

Third, the instant specification does not provide a clear definition that is distinct from the 
plain meaning of the claimed term 'embedding'. 

Fourth, Stimpson does suggest the limitation in claim 1 1 of "a bundle of target-strands 
that has been stabilized by embedding the bundle in a matrix", i.e. the bundle is 'fix securely in a 
surrounding mass" (see e.g. col. 6, lines 46-50; col. 12, lines 11-41; col. 12, line 57 thru col. 13, 
line 14; fig. IB and 1C). 

Therefore, the teachings of Stimpson do anticipate the method of the instant claims, and 
the rejection is maintained. 
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22. Applicant's argument directed to the rejection under 35 USC 103(a) as being 
unpatentable over Stimpson (US Patent 6,037,186; filing date 7/16/1997) and Runge (US Patent 
4,084,308) for claims 1 1-16, 18, 19, and 28 was considered but they are not persuasive for the 
following reasons. 

Applicant contends that the method combination of Stimpson and Runge is not obvious 
over the presently claimed method because neither Stimpson nor Runge teach or suggest the 
limitation in claim 1 1 of "a bundle of target-strands that has been stabilized by embedding the 
bundle in a matrix". In addition, applicant provided several definitions of the term "embedding" 
in the technical dictionary in the biological arts, and * asserts that any reliance on a dictionary 
outside of the art for rejecting the present invention is, in and of itself improper'. Thus the 
method combination of Stimpson and Runge is not obvious over the presently claimed method. 

Applicant's arguments are not convincing since the combine teachings of Stimpson and 
Runge do render the method of the instant claims prima facie obvious. 

First, the words of the claim of the claim must be given their plain meaning unless 
applicant has provided a clear definition in the specification, i.e. 'the pending claims must be 
"given *> their < broadest reasonable interpretation . See MPEP § 2 1 1 1 and 2 1 1 1 .0 1 . MPEP 
§2111.01 state: 

While the claims of issued patents are interpreted in light of the specification, 
prosecution history, prior art and other claims, this is not the mode of claim 
interpretation to be applied during examination. During examination, the claims must 
be interpreted as broadly as their terms reasonably allow. In re American Academy of 
Science Tech Center, **>367 FJd 1359, 1369, 70 USPQ2d 1827, 1834 (Fed. Cir. 
2004)< (The USPTO uses a different standard for construing claims than that used by 
district courts; during examination the USPTO must give claims their broadest 
reasonable interpretation.). This means that the words of the claim must be given their 
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plain meaning unless applicant has provided a clear definition in the specification. In 

re Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Gr. 1989); Chef America, Inc. 
v. Lamb-Weston, Inc., 358 F.3d 1371, 1372, 69 USPQ2d 1857 (Fed. Or. 2004). 

Thus, to only define the term "embedding" within the bound of the technical dictionary in 
the biological arts would be improper since the claims would not be "given *>their< broadest 
reasonable interpretation". 

Second, the broadest interpretation of the term 'embedding' as define by the Webster's 
Dictionary is 'to fix securely in a surrounding mass' would encompasses the term 'embedding' 
as define in the technical dictionary in the biological arts provided by applicant. That is the 
broadest reasonable interpretation of the claimed term 'embedding' is consistent with the 
interpretation that those skilled in the art would reach. 

Third, the instant specification does not provide a clear definition that is distinct from the 
plain meaning of the claimed term 'embedding'. 

Fourth, Stimpson does suggest the limitation in claim 1 1 of "a bundle of target-strands 
that has been stabilized by embedding the bundle in a matrix", i.e. the bundle is fix securely in a 
surrounding mass' (see e.g. col. 6, lines 46-50; col. 12, lines 11-41; col. 12, line 57 thru col. 13, 
line 14; fig. IB and 1C). 

Therefore, the combine teachings of Stimpson and Runge do render the method of the 
instant claims prima facie obvious, and the rejection is maintained. 

Conclusion 

23. No claims allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to My-Chau T. Tran whose telephone number is 571-272-0810. 
The examiner can normally be reached on Monday: 8:00-2:30; Tuesday-Thursday: 7:30-5:00; 
Friday: 8:00-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew J. Wang can be reached on 571-272-081 1. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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